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n. RKT.ATRD APPF.AT.S AND INTERFERENCES 

On January 3, 2005, an Appeal Brief was submitted for the above-identtfied case. 
Prosecution was reopened in the form of an Of&ce Action mailed on May 2, 2005. A response to 
the Office Action was filed on August 2, 2005. The current Office Action is a non-final Office 
Action that was mailed on September 21 , 2005, This Appeal Brief request reinstatement of the prior 
Appeal. 

There are no pending related appeals or iaterferences for the above-referenced patent 
application. 

Ill STATUS OF CLAIMS 

Qaims 1-62 ate pending in the application. 

Qaims 1-4 are rejected imdct 35 U.S.C. §l03(a) as being unpatentable over Barnard 
(6,456,938) in view of DcLomie et aL (5,848,373). 

Claims 5, 7-9, 11-16, 18-31, 33, 34. 36, 37, and 57-60 are rejected under 35 U.S.C §1 03(a) as 
being unpatentable over Bamatd in view of DeLorme as applied to claims 1-4 above,, and further in 
view of Ching (6,560,620 Bl). 

Claims 38-40 ale rejected under 35 U.S.C. §l03(a) as being unpatentable over Neal 
(6,1 92,51 8 B 1) in view of Bamatd. 

Claims 41, 42, 44-49, 51, 52, 54, 61, and 62 are rejected under 35 U^.C. §l03(a) as being 
unpatentable over Neal in view of Barnard and futtber in view of Ching. 

Claims 6, lO, 17, 32, 35, 37, 43, SO, 53, 55, and 56 axe merely objected to as being dependent 
upon a rejected base claim but would be allowable if rewritten in independent form. 

Appellants request reconsideration of all of the above rejections. 

IV- STATUS OF AMENDMENTS 

No amendments to the claims have been made subsequent to the Office Action. 

V, SUMMARY OF CLAIMED SUBTKCT MATTER 

Generally, aU of the claims are ditected toward a user marldng up a map displayed on a 
screen of a personal digital assistant (PDA) (e,g,, using a stylus). The summary set forth herein wiU 
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describe independent ckims 1, 2, 13, 15, 18, 20, 31, 33, 36, 38, 49, 51, and 54, and the dependent 
claims depending thereon. 

Independent claim 1 provides a system for processing markup data for a map on a PDA (see 
page 4, lines 4-7). The first claim element provides for a PDA (see page 6, lines 7-13). The second 
claim element sets forth an application on the PDA that is configured 'with various functions (see 
page 6, lines 10-13 and page 9, lines 11-20). The application first obtaias a map as an encoded and 
spatially indexed vector representation of geographic data from a server (see Fig. 1 and page 14, lines 
8-12 and page 15^ lines 3-7). The map is displayed on the screen of the PDA (see page 15, lines 3-7; 
item 600 of Fig, 6A> page 21, lines 6-7), The user then marks up the map with a stylus (see page 9^ 
lines 9-20; page 15, lines 8-14; page 19, lines 19-23; item 602 of Fig. 6A, Fig, 5; page 21, lines 2-16). 
A file is ±en created that is comprised of the markup data (see page 15, line 18 - page 16, line 23; 
page 17, lines 16-20; and Fig. 3). The file is then uploaded from the PDA to the setrer (see 17, lines 
16-20 and Fig. 3). 

Independent claim 2 also provides a system for processing markup data for a map. The 
system of claim 2 provides for a PDA (see page 6, lines 7-13) and an application configured with 
various functions (see page 6, lines 10-13 and page 9, lines 11-20). The functions are set forth in 
two elements: (1) obtaining a file comprised of markup data for a map; and (2) uploading the file to 
a server (see page 15, line 18 - page 16, line 23, page 17, lines 16-20, and Fig. 3). 

Dependent claim 3 provides that the markup data of claim 2 comprises piicel data for a 
markup cndty (see page 15, lines 19-23). 

Dependent claim 4 depends on claim 2 and provides that the PDA obtains the file of 
markup data by obtaining the markup data fi:om a user (see page 9, lines 9-20; page 15, lines 8-14; 
page 19, Hnes 19-23; item 602 of Fig. 6A, Fig. 5; page 21, lines 2-16). 

Dependent claim 5 depends on claim 4 and provides diat the markup data is a redline line 
(see page 19, lines 19-23 and page 21, lines 1-16), 

Dependent claim 6 depends on claim 5 and provides that die markup data is obtained from 
the user by determining when a new redline object has been selected and then obtaining a redline 
object while a stylxis remains in contact with a screen of the PDA (see page 19, lines 19-23 and page 
21, lines 1-16), 

Dependent claim 7 further depends on claim 6 and provides for displaying a text edit dialog 
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box on ±e screen of the PDA aad accepting user input in the text edit dialog box (see page 21, line 
17-page 22, line 17). 

Dependent claim 8 provides that the nmtkup data of claim 4 is a uote (see page 19, line 18- 
page 20, line 6; page 22, line 19-page 24, line 1). 

Dependent claim 9 obtains the note of claim 8 through various steps including — 
deter minin g when a new note object has been selected (see Fig, 7 and page 23, lines 1-6), accepting a 
iiser selection of an anchor point in a display of a map on the PDA (see Fig. 7 and page 23, lines 6- 
7), displaying a text entry screen on the PDA (see Fig. 7 and page 23, lines 7-8), accepting text user 
input into the text entry screen (see Fig. 7 and page 23, lines 8-11), and displaying an icon 
representative of a note at the anchor point (see Fig, 7 and page 23, lines 1 1-13). 

Dependent daim 10 further elaborates on the data uploading to a server set forth in rkitn 2. 
Initially, a socket connection is obtained. Subsequently, an inventory of resident mapsets is 
obtained The application then searches for markup data associated with the resident mapsets and 
uploads all of the resident markup data to ±e server. (See Fig. 4 and page 18, line 19 - page 19, line 
11). 

Dependent claim 11 provides a further limitation relating to claim 10. Specifically, daim 11 
provides that the markup data is uploaded to a server direccory on a server using a hypertext transfer 
protocol PUT request (see page 1 9, lines 3-1 1). 

Dependent claim 12 depends on d^^im 11 and provides that the application doTvnload$ new 
mapsets, deletes xjnreferenced mapsets, and deleres any markup data associated with the deleted 
mapsets (see Fig, 4 and page 19, lines 7-11). 

Independent claim 13 provides a system for processing markup data for a map. This d^^trt is 
directed towards die server perspective and accordingly details the actions performed by a server. 
First the server obtains a file comprised of markup data for a map (see page 15, lines 18-19). 
Thereaftier, die server converts the markup data to coordinate data and uses the coordinate data to 
obtain a standard data format (SDF) file that can be used to superimpose the markup data on the 
map (see page 15, line 19 - page 1 6, line 4). 

Dependent claim 14 provides details regarding die coordinate data of claim 13. Namely, the 
coordinate data comprises mapping coordinate system (MCS) coordinates (see page 15> lines 19-23). 
Further, the server converts the MCS coordinates into latitude/longitude coordinates (see page 15, 
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lines 19-23). 

Independent claim 15 is directed towards a graphical user interface (GUI) used to obtain 
redline markup data on the PDA. Specifically, claim limitations specify diat the graphical user 
interface determines when a new redline object has been selected (see Fig. 5, Fig. 6A, and page 21, 
lines 2-16) followed by obtaining a redline object while a stylus remains in contact with a screen of 
die PDA (see Fig. 5, Fig. 6A, and page 21, lines 2-16), 

Dependent claim 16 provides further details with respect to claim 15. Namely, the GUI 
displays a text edit dialog box on the PDA screen and accepts text iiser input in the text dialog box 
(see page 21, line 17-page 22, line 17). 

Dependent claim 17 provides the furdier ability to synchronize the redline markup data with 
a server (sec Fig. 4, page 18, line 19-page 19, line 16). 

Independent claim 18 is similar to independent claim 15 buc provides details for obtaining 
note markup data for a map on a PDA (ie. instead of redline markup data as in daim 15). In this 
regard, the limitations ate similar to those set fordi in daim 9 above. Namdy, the appScarion 
determines when a new note object has been selected (see Fig. 7 and page 23, lines 1-6), accepting a 
user sdecrion of an anchor point in a display of a map on the PDA (see Fig, 7 and page 23, lines 6- 
7), dijsplaying a text entry screen on the PDA (see Fig. 7 and page 23, lines 7-8), accepting text user 
input into the text entry screen (see Fig. 7 and page 23, lines 8-1 1), and displaying an icon 
representative of a note at the anchor point (see Fig. 7 and page 23, lines 11-13)., 

Dependent daim 19 synchronises the markup data with a server (see Fig. 4, page 18, line 19- 
page 19j line 16). 

Dependent claims 56, 57, and 58 provide limitations with respect to the system of claims 1, 
2, and 13 jespectivdy. Namely the file comprised of markup data is separate from the file 
compnsed of the geographic data and the map. 

Claims 20-37 and 5 9^60 are method daims corresponding to system claims 2-19. 

Claims 38-55 and 61-62 are arride of manufacture daims corresponding to system daims 2- 

19, 

VL GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Appellants appreciate the indication of allowable subject mactcr. However, as set forth 
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herein. Appellants respectfully traveise the rejections. 

Claims 1-4 stand rejected under 35 U.S.C. §103(a) as being unpatentable ovet Batttatd 
(6,456,938) in view of DeLorme ct al. (5,848,373), 

Claims 5, 7-9. 18-31, 33, 34, 36, 37, and 57-60 stand rejected under 35 U.S.C. §103(a) 
as being unpatentable over Bamaid in view of DeLorme as applied to claims 1-4 above, and further 
in view of Ching (6,560,620 Bl). 

Claims 38-40 stand rejected vinder 35 U.S.C, §1 03(a) as being unpatentable over Neal 
(6,192,518 Bl) in view of Barnard 

Claims 41, 42, 44-49, 51, 52, 54, 61, and 62 stand rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Neal in view of Barnard and further in view of Ching. 

Vn. ARGUMENT 

Appellants acknowledge the indication of allowable claims, but respectfully traverse the 
rejections. 

A, Barnard Does Not Qualify as a Prior Art Reference 

As indicated in a telephonic interview with the Examiner conducted on December 14, 2005 
and all of the prior responses, Appellants submit that Bamatd does not qualify as prior art widi 
tespiict to the present invention. Specifically, the present invention was filed on July 31, 2000 and 
claims pdorily to variom provisional applications filed on October 12, 1999 and March 29, 2000, 
However, Bamard was merely filed on Jiily 21, 2000 and rkiir>R prioriry to a provisional application 
filed on July 23, 1999. Thxas, while Barnard's provisional date beats the filing and prioriry dates of 
the present appUcarion, Bamard*s actual filing date fiails to beat the provisional based priority dates 
of the present invention. 

In this regard, Appellants submit that the present invention is entitled to the priority dates 
based on the claim language and support imder 35 USC 112 found in the provisional applications 
relied upon. Accordingly, the question arises as to whether Barnard's provisional date may be used 
to establish priority over the present invention. 
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Appellants acknowledge that when an application is filed, the priority date of the provisional 
may be used for that application- However, a different standard applies when attempting to use 
such a reference to reject an application such as the present application. 

To rely on a provisional filing date to beat the date of the present invention, two conditions 
must be satisfied: (1) die subject matter of the claim in the issued patent must be supported in 
accordance with 35 U.S.C 112, first paragraph, in the earlier filed application, AND (2) the subject 
matter used in the rejection must be disclosed in the earlier-filed application in compliance with 35 
U,S,C. 112, first paragraph, in order for that subject matter to be enrided to the earlier filing date 
under 35 U.S.C. 102(e). (See MPEP 201.11 and MPEP 706.02(f)(1); Trvn:^ v, Biomei, Inc, 156 F.3d 
1154, 47 USPQ2d 1829 (Fed Cix. 1998); In n Scheiber, 587 R2d 59, 199 USPQ 782 (CCPA 1978)s 
Studkng^sellschc^l Kobk m.bM, v, She/l Oil Co., 112 F.3d 1561, 1564, 42 USPQ2d 1674, 1677 (Fed Cir. 
1997); and New RmlbeadMf^., L.1^C p. VemeerMJg. Co,. 298 F 1290, 1294, 63 USPQ2d 1843, 
1846 (Fed. Cir. 2002)). 

It is clearly apparent that Bamard fails to meet the above two standards. For example, in 
rejecting claim 1, the prior Office Action relied on coL 42, lines 58 through coL 43, line 5 of Bamard 
to teach the claimed element of "encoded". CoL 42, lines 58 througji col. 43, line 5 of Bamard is a 
portion of claim 44 of Bamard. The claims of Bamard are the only area of Bamard that utilizes the 
term "encode". For these claims to have priority based on the provisional date, the provisional must 
support the claims as issued AND the subject matter used in the rejection (Le., the use and 
description of the "encoding**) must be disclosed in the provisional application. However, upon an 
examination of Bamard*s provisional application, there does not appear to be any use or description 
of an "encoding" or a process where data is encoded whatsoever. Further, Barnard's provisional 
application lacks support undet 35 USC 1 12 for a portable information processing and viewing 
device that has an information processor for the storage, retrieval, and processing of data which 
encodes information. Appellants were unable to find any reference in Barnard's provisional to an 
information processor or encoding. 

In view of the above. Appellants submit that the subject matter used to reject claim 1 was 
not disclosed in Barnard's provisional in accordance with 35 USC 1 12. Further, die subject matter 
used in the rejection (i.e., claim 44) lacks support tinder 35 USC 112 in Barnard's provisional 
application. Accordingly, the relied portion of Bamard cannot be used to reject the claims. 
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In response to the above asseitions the ptiot final Office Action provided: 

Exaxniner disagrees as per MP£P 201.04(b) as sec 35 USC 119(c) the proviaiooal application 
date is the eady filing date of non-provisional application. Barnard does teach an encoded and 
spatially indexed vecio?; reprcsentatioA of geographic data. (Claims 54 and 55 of Baxnard's do teach as 
well as cbborate term encoding and rcpreaeniatioii of geographic data. Bamaid disclosure (Detail 
dcscdption) has same teaching and ckboratioii in (Cols. 12-18, 22, 27, 31, 32, 34-36, and provisional 
teaches on pages 52, 53, 54, 55). 

Appellants respectfully disagree and traverse the above. 

Firstly, the Examiner is relying on MPEP 201.04(b) and 35 USC 1 19(c) which clearly relate 
to provisional applications and fail to set forth the details with respect to daitning priority which are 
set forth in MPEP 201.11 and MPEP 706.02(f)(1) and die case law cited above. Such reliance 
completely lacks a legal foundation. 

Secondly, as set forth above^ the legal reijuirements require that (1) the subject matter of the 
claim in the issued patent must be supported under 35 U.S.C- 112 in the provisioiial, and (2) die 
subject matter used in the rejection must be disclosed in the earlier-filed applicadon. The final 
Office Action has relied on provisional application pages 52, 53, 54, and 55 to satisfy bodi 
requirements (1) and (2), Appellants again, note that pages 52-55 completely fail to mention the term 
"encoding" or "encode" and fefl. to describe the encoding of any information whatsoever. 
Accordingly, claims 44 and 55 (which both recite and use the term "encode") are not supported by 
the provisional application. On such a basis, Barnard is not enrided to the provisional date of the 
application. Further, pages 52-55 of the provisional also fail to describe an information processing 
and viewing device that has an information processor for the storage, retrieval and processing of 
data. Sxjch an information processor is requited in aU of Bamaxd's issued r^laimft 44^ 54^ and 55. In 
view of the above, Appellants submit that the language of the provisional application does not 
support the issued claims of Barnard. Accordingly, under requirement (1)> Barnard is not enrided to 
the provisional date. 

In addition, under requirement (2), the provisional fails to describe the subject matter that 
the Examiner has relied upon in tlie issued utility. Thus, under requirement (2), Barnard is also not 
entitled to the filing date of the provisional application. 

In view of the above, Appellanis submit that Bamard is not a valid tcference ■with respect to 
the priority dare of the present applicadon and cannot be used to reject the present claims. In this 
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regard, Appdlants respectfully request that all rejecrioas based on Barnard be reconsidered on such 
grounds. 

Appellants noce that the above arguments diat were submitted in the prior Appeal Brief 
were not addressed at all in the cither the prior or ihe current pending Office Action. Appellants 
respectfully request teconsiderarion of the above previously submitted arguments. 

In addition^ Appellants note thar the Office Action now relies on coL 14, lines 34-67 of 
Barnard to teach the encoding a&pects of the infbrmadon. Such a portion of Barnard relates to 
nainimiang the logging of points by controlling the rate of logging as a function of speed. Further, 
the this portion of text relates to submitting, to a web site, a vector-map with two feature pedmeter 
vectors with a maximum spatial separation between greens. Such a mavimiim spatial separation 
relates to selecting featmres that are not on adjacent holes but are far apart. This text also describes 
the positioning of vectors over a raster aerial of satellite image and manipulating the map until 
properly aligned 

There are two defects with such a citation. Firsdy, such a teaching is not an encoding as set 
forth in the present claims (see arguments below). Secondly, the provisional only mentions tlie log 
rate briefly on page 8 and does not provide the ftill teyt support that is relied upon in column 14. 

The Office Action continues and relies on coL 21,, lines 18-45, coL 24^ lines 40-41, coL 25, 
lines 34-37 and coL 25, lines 63-67. Again, the Office Action completely fails to indicate where such 
support in the provisional appHcation is provided (an element that is cleariy required based on the 
MPEP and existing case law). 

In response to some of the above arguments, tiie Office Action merely provides: 

It will be unusual for Bej»ard co r<;utc encoding in the CLsims and do not have support for it 
in the detailed desctipdon. Barnard teaches (t) obtain a map as an encoded (CoL 14, lines 34-67, 
Barnard does teach encoding (Goo^e defines as detail information assigned specific coding, e.g., lines, 
points and feanucs, attiabuies i& tpatially index vectotizei^). Col 21 » lines 18-45, begins maiJdng 
feature per each holes. Col. 24, Lines 40, 41, view the amiking. CoL 25, Lines 34-37, the data is 
uploaded as a file and CoL 25, Lines 63^67, saved on non volatile RAM or removable Ram Card acts 
a$ a disk) and spatially indexed vectonzed feature are labeled (another word for indexed defined by 
Webster dicrionary). 

Appellants submit that such assertions illustrate a misunderstanding of the MPEP and 
supporting case law. Again, support for Barnard's issued daims may have and probably exist in 
Barnard's issued utility (Appellants did not review Barnard's specification for such support). 
However, whether such support exists in the issued application is not the relevant issue. Instead, the 
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issue is wkether Bernard's issued claims h^ve support in the provisional application and whedict the 
text dted in ±e issued urility has support in the provisional application. 

Such an analysis is wholly lacking from any of the Office Actions. In addition. Appellants 
submit that since Bamard*s issued claims £dl to have support in the filed provisional, the filing date 
of the provisional application cannot be used to beat AppeUant^s filing date. Accordingly, Barnard is 
an invalid reference (see citations to MPEP and case law above). 

B. The Offic e Action Itnpmperly Relies on Uncited References 

The Response ro Arguments section recites various references. For example, a definition 
found in Google is redted for encoding. As fer as Appellant knows, Google is a search engine and 
is not a dictionary diac provides definitions. Accordingly, it is unknovtm what definition is rehed 
upon or what die valid reference date for such a definition is. 

In addition, the Response to A]^;uments section relies on a definition found in Webster's 
dictionary. However, the definition is not provided to Appellants nor is the date of the dictionary 
provided to AppeDants, 

In view of the above. Appellants submit that the Office Action feils to property dte both the 
Google reference and Webster reference that is relied upon. Further, it is unclear &om the Office 
Action if the definitions were relied upon to reject die '•^Iq^tng or not. 

In addition, various patents are also utilized in die text of the rejections but are not used to 
formally reject the claims. Such a reliance is improper. Further, at least one of the dted references is 
an invalid reference (see detailed discussion below). 

Also, Appellants submit tiiac in accordance with recent case law, the specificarion of the 
present invention and not dictionaries shoidd be utilized as the primary source for defining claim 
wording. Thus, die rejections are improper and feil to establish a prima fade case of obviousness. 

Independent Claim 1 is Patentable Over the Cited Art 

Independent claim 1 was rejected as follows: 

As to daim 1, Barnard teaches a bysrcm for processing madcap data for a map (CoL IS, lines 
39-47) on a personal digital assistant (CoL 19, lines 4-7) comprising: (a) a pcrsoaal digital assistanc 
(CoL 19, lines 4-7); (b) an application on the personal digital assistant (CoL 15, Lines 39-47» CoL 19, 
lines 4-7), the application configured to: Q obtain a map as an encoded (CoL 14j lines 34-67, 
Barnard does reach encoding as every minute informadon (eg, lines, points and feafures) is spatially 
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vectonacd to be decoded into a map file, CoL 21, lines lS-45, begiius nwurking feature per each kolee, 
CoL 24, Lines 40. 41, view he mfiflrin g, Col. 25, Lines 34-37, the data is uploaded as a file and CoL 25, 
Lines 63-G7, saved on non volatile RAM or removable Ram Card acts as a disk) and spadally indexed 
vector representation of geographic data from a ieivci (Col. 14^ lines 34-64, CoL 18, Lines 58-60, 
where each spatially vectored feature are labeled (another word fox indexed defined by Webster 
dictionary); (li) display the map on a screen of the personal digital assistant (Col. 15, Lines 39^2, Cd. 
19, lines 4-12); (ii^ obtain markup data (Col. 21, Lines 18-4S» bcgbs marking feanirc per each holes, 
CoL 24, Lines 40, 41, view the marking. Col, 25, Lbes 34-37, die data is uploaded as a file and CoL 25, 
Lines 63-67, saved on non volacfle RAM or removable Ram Card acts as a disk); (iv) create a file (CoL 
17, lines 12-15 receives caap data file and CoL 18, Lines 10-18, adds feature of bis choice creates 
marknp Map data file CoL 21, Lines 13-45, beguw marking feature per each holes, CoL 24, Lines 40, 
41, view die marking. CoL 25, Lines 34-37, die data is uploaded as a file and Col 25, lines 63-67. 
saved on non volatile RAM or removable Riim Card acts as a disk); (^^ upload the file of markup data 
from the personal dig^ assistant to the server (CoL 16, TWji 66, d7, the Palm can upload or down 
load from internet ie. server, CoL 36, lines 33-42, CoL 6, Lines 14-17). 

However, Barnard fails to teach or recite in specification obtain a map as an encoded and 
spatially indexed vector lepresencauon of geographic daia from a server. 

However, DeLorme teaches obtain a map as an encoded (Col. 63, Lines 60-63) and spatially 
(coL 38, lines 17-22) indexed (Webster defines as ID or label, in dais case grid name (CoL 63, Lines 
60-63) vector representation of geographic data (CoL 52, Lines 31-38, CoL 63- 38-58) fi^m a server 
(CoL 61. Line 1, CAMLS server). 

Thus it would have been obvioias to one in die ordinazy skill in die art at the time of 
invention was made to incorporate the teaching of DeLorme in to the Barnard to be able to have 
encoded map data for correlation and coordination of spatially related vectored data between digital 
different electronic medias. 



Appellants CEa.verse the above rejection for at ieast one or more of the following reasons: 

(1) Neither Barnard nor DeLorme teach, disclose or suggest sui encoded and spatially 
indexed vector representation of geographic data; 

(2) Neither Barnard nor DeLorme teach, disclose ot sxiggest obtaining markup data, 
creating a file comprised of the markup data, and uploading the markup data from a PDA to a 
server; 

As described above, independent claim 1 provides a system for processing markup data for a 
map on a PDA. Specifically, an application on a PDA is configured with various functions. The 
application first obtains a map as an encoded and spatially indexed vector representation of 
geographic data fi:om a Server. The map is displayed on the screen of the PDA. The user then 
marks up the map with a styltjs, A file is then created that is comprised of the markup data. The file 
is then uploaded fcotn the PDA to the sender. 

The cited references do not teach nor suggest these varioxis elements of Appellants^ 
independent claims. In addition, as indicated above, the priority date of Barnard cannot be rdied 
upon for priority purposes. 
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Appellants submit daac Biiniaxd fails to teach the invention as claimed Specifically, claim 1 
provides that the map is obtained as an encoded and spatially indexed vector representation of 
geographic data. In rejecting this element, the Office Action relies upon coL 14, lines 34-67. 
However, this portion of Bamatd (aad the remainder of Barnard) tnetely describes a vector-map. 
Mere recital of a vector-based map ignores the specifically claimed terms "spatially inde>£ed". Under 
MPEP §2142 and 2143.03 '"To establish /v^jsy^? facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by die prior art ^ Rqyka, 490 F.2d 981, 180 USPQ 580 
(CCPA 1974), '*A11 words iti a claim must be considered in judging the patentability of that claim 
against the prior art" J« re Wiison, 424 F.2d 1382, 1385. 165 USPQ 494, 496 (CCPA 1970)," In this 
regard, the terms "spatially* and "indexed" cannot merely be ignored when rejecting the claims. 
These terms have specific meanings as set forth in the application. In addition, Barnard completely 
fails to teach, suggest, or even remotely allude to a spatially indexed vector representation of 
geographic data. Instead, Barnard merely describes a vector-map without disclosing whether it is or 
is not spatially indexed Such a teaching cannot read on the present invention under either 35 USC 
102 or 103. 

The Response to arguments section and Office Action submit that encoding is defined in 
Google as detail information assigned specific coding. Based on such a definition, the Action 
provides that Bamards lines, points, features, and attributes are spatially index vectorized. Furdier, 
the Action states tiiat attributes is spatially index vectorized. The text then states that col 14, lines 
34-64, and coL 18, lines 58-(50 provide chat each spatially vectored feature is labeled which is anodier 
word for indexed according to Webster. 

Appellants respectfully traverse such assertions, Firsdy, Applicants submit that such a 
citation to Google is improper as described above. Such a reference has no date and the full content 
of the recited "definition" has not been provided to Applicants. 

Secondly, the claims provide for a spatially indexed vector representation of geographic data. 
In this regard, the word '^spatially** modifies the term "iadexed". The cited art completely fails to 
teach any such spatial indexing. Further even using the definition asserted by the Examiner, the 
cited arc does not provide for spatial labels. In this regard, coL 14, lines 34-64 do not describe, 
teach, or suggest labels of any form. Instead, points axe logged. Further, coL 18, lines 58-60 merely 
describes labeling an item that has been mapped. Such a teaching is not even remotely similar to 
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that set forth in the claims. Further^ the support for 3uch imxiinuin separation and point logging is 
wholly lacking ficom the provisional application. Thus, such a description is only entitled to the 
filing date of the udlity application diat postdates the priority date of tlae present invention. 

The Office Action admits Barnard's failure to teach "the obtaining the map as an encoded 
and spatially indexed vector representation of geographic data &om a server**. Instead, the action 
idies on DeLorme. However, Appellants submit that DeLorme also to teach these specifi.cally 
claimed elements. Again, the claims expliddy require that the map is an encoded and spatially 
indexed vector representation of geographic data. Nowhere in DeLonne is there any description, 
implicit or explidr, that even remotely described vector data that is spatially indexed. In this regard, 
the spatial indexing of the geographic data cannot merely be ignored when applying the prior art. 
DeLorme. In &ct, an electronic search of DeLorme for the term *'index*' provides a single result in 
col. 43, line 19 that provides that BH a CAJNdLS loc/ object may have a loc/object type index that is 
part of the ID of every CAMLS be/ object However, such an index for a CAMLS loc/object does 
not teach, describe, suggest, or allude to geographic data that is spatially indexed as claimed. The 
spatial indexing as set forth, in the claims is clearly described in the specificadon and related 
applications (that are incorporated by reference). Without describing any spatial indexing 
whatsoever, DeLorme cannot possibly teach this claim element. 

The Office Action asserts that the "encoded" limitaoon is taught in col. 63, lines 60-63. CoL 
64, lines 56-64 describes a user using a pen or pencil to mark a location of an accident on a printed 
map. The printed map is encoded with grid quadrangles of a computer aided rnap locadon system 
(CAMLS) grid system to identify the location of an accident by gridname. Such a teaching is not 
even remotely similar to that claimed. Firstly, the glqimg provide that the application on the PDA 
obtains the map from a server. The cited text merely describes a printed map that is marked by 
hand by a user. Such a teaching does not describe an encoded representation obtained from a server 
on a PDA. 

The Action then relies on coL 38, lines 17-22 to teach the "spatial" aspect of die claims. As 
described above, the term spatial modifies the term index. Accordingly, it is a spatial index. The 
Office Action separates the term spatial from index and assens different locations of Delorme for 
the various aspects. Such a rejection is wholly without merit. In addition, col 38^ lines 17-22 
describes how data events, that may be geocoded in terms of spatially relating the data event to a 
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coimnon geographical cooidinate system, axe passed to a tmppixig data subsystertL Such a teaching 
does not describe a spatial index ot spatial 'Tabel*' as asserted in the Office Action, Again, the map 
is encoded and a spatially indexed vectot xepresentation of geographic data that is obtained from a 
server onto a PDA. Such a unique combinarion of attributes are not taught ot disclosed by Delorme 
or Barnard. 

The remainder of claim one provides for obtaining markup data, creating a file comprised of 
the markup data and uploading the markup data firom the PDA to the server. Appellants note daat 
the file comprised of the markup data is clearly distinguishable &om the map ot geographic data as 
set forth in the claims. Specifically, the map is obtained as an encoded and spatially indexed vector 
representation of geographic data from a server. The application on the PDA tiien creates the file 
with the markup d^ta^ 

In rejecting this claim element, the Action first relies on Barnard col. 25, lines 63-67 to 

indicate diac the data is saved on nonvolatile RAM or a removable RAM card that acts as a disk. 

Appellants respectfully traverse such an assertion. CoL 25. lines 61-67 provides: 

Befoic going onto a golf course for the first time to play a roimd of golfp the user will have 
to load a Bk contaimng vector and anribure data for that course. The course data may be loaded by 
coimecting to a PC ox dirccdy to the Intexnct web site. The couwc data will be stored in nonvolatile 
R-AM or a removable RAM data card- When the system is tmned on the previous g^Eime play-^t^te is 
reswncd. 

From this text, it can dearly be seen that the original map course data is stored in non- 
volatile RAM. There is no teaching, explicit or implicit, that describes the PDA creating a file that is 
comprised of the markup data that is separate feom the file containing the map (as cleady set forth 
in the present claims. Again, the cotirse data stored in RAM is the course data that is loaded onto 
Bamard*8 device before playing golf for the first time and before any markup data is created. Thus, 
rather than having two separate files, as claimed, Bamaxd explicidy provides for a single file that 
contains both markup and the map data. Therefore, Barnard actually teaches away from the present 
invention. 

Again, the claims specifically recite the ability create a new file for the matkvq? data that is 
separate from the map that is on the PDA. Nowhere in Bamard or Delorme is any such description 
even remotely hinted at 
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Appellants fbther note daat col. 18, lines 14-18 provide for map data files that includes score 
card data such as hole data and other course data. In this regard, Barnard's map data file contains all 
of the course data and informarion for a particular golf course. This concept of a single file for all 
map dAta is clearly sec forth in Barnard's provisional application on page 37, section 2.3.4. However, 
Barnard does not teach nor suggest that there are two separate files for the map data and the 
markup data (as claimed). The claims provide for creating the file and clearly distixxguish between 
the file containing the markup data and the map data/map set. Further, to more clearly distinguish 
that separate files are used, dependent claims 56-62 specify that the files are separate (see argument 
below widi respect to these dependent daims). 

Also, as described above, the claims provide that the created file is comprised of the markup 
data- In rejecting the file comprised of markup data, the Office Action recites coL 21, lines 3-63. 
However^ Appellants note that nowhere in coL 21, lines 3-63 is diete any description of a file 
whatsoever. Further, there is no creation of a file that is comprised of markup data. Instead, 
towards the end of col. 21, Barnard merely describes logging GPS locational data at a predetermined 
rate. Such locarional data is not markup data as set forth in Barnard or as set forth in the present 
daims. Further, logging GPS data is not even remotdy equivalent to creating a file (regardless of 
whether that file is comprised of markup data or not). 

In view of the above. Appellants submit that claim 1 is allowable over the cited references. 
In this regard, various portions of Barnard are not permitted to be relied upon for priority purposes. 
Further, the teaching of Barnard fails to set forth various dements/limitations of the present claims. 

Appellants also note that the above arguments were submitted in response to the first Office 
Acuon. In response, the prior final Office Action provides: 

Applicanr aigucs obrainmg maidcup daia, creatmg & file comprised of die imilwp data and 
uploading the maikup data from PDA to server. 

Eicaidncr disagrees Barnard does tcadi obtaining markup data (CoL 21, lines 18-27, cd. 25, 
lines 43-49, col. 28, lines 33-61), creating a file comprised of the roasrkup data (Col. 21, Line 17 to Col. 
22, line 67) and uploading tlie markup data fiom PDA to Pervcr (Col. 25, Lines 33-56). 

Appelkncs respectfially disagree with, and traverse the above assertions. Appellants assexted 
that Barnard fails to teach creating a file comp£i$cd of die markup data wherein the claims clearly set 
fordi that such a file is different from the map received firom the server. The Examiner disputes 
such an asserdon relying on coL 21, line 17 to col. 22, line 67. Instead of teaching the claimed 
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limitations. Appellants submit that such a portion teaches away from the claim limitations. Firstly, 
the cited portion describes the use of a ''Mark" function during which pressed position data is stored 
in RAM (see coL 21, lines 30-32). Appellants note that RAM is random access memory and is not a 
file. Furdier, as described above, data stored in RAM is not stoied separately from the map data 
itself. In addition, as understood in the art, RAM is not CREATED by the PDA. Instead, it akeady 
exists and the data is merely placed into RAM. The claims explicitly require the creation of a file. 
Merely recording data in RAM is not the creation of any file whatsoever. In addition, the dted 
portion cleariy indicates that that data is logged in the map file (see coL 22, lines 54-55). Appellants 
note that the map file is the same file that contains the map that is being marked up. Accordingly, a 
file comprised of the markup data is not being "created" by the application on the PDA. Instead, 
Barnard's existiog nup file (and not a newly created file) is merely being used to maintain the log. 

In view of the above. Appellants submit that by teaching the logging of data to an existing 
map file, Barnard e^cplidtly teaches away firom tie claimed creating of a file that is comprised of die 
markup data and thereafter uploading the file of markup data from the PDA to the server. Thus, 
contrary to tibat asserted in the final Office Action, Barnard teaches away firom the present 
invention. Further, since Barnard teaches away firom the implementation, even if DeLonne is found 
to teach the element, Barnard cannot be combtaed with DeLorme based on such a teaching away. 

In view of the above. Appellants submit that Haitvi i is allowable over the cited art and 
requests reconsideration of the rejections set forth in the final Office Action. 

D, Independent Claim 2 is Patentable Over the Cited Arc 

The Office Action rejects independent claim 2 as follows: 

A$ to claim 2, Bamaxd teaches a system for proceaaing markup data for a map (CoL 15, 
LinM 59-47, CoL 21. Lines 1 S-45, begins marking feature per each holes, CoL 24, lines 40, 41, view 
the maiking, CoL 25, lines 34-37, the data is uploaded as a file and CoL 25, lines 65-67, saved on non 
volatUc I?-AM 01 tem^vablc Ram Caid acts as a disk) (a) a personal digital assistant (CoL 19, Lines 4- 
7); and (b) an appHcarion on the persoaal digital assiscant (Col. 13, Lines 33-41), the appHcanon 
configured to: (j) obtain a file comprised of maifcup data for a map (CoL 18, Lbes 14-18, CoL 20, 
Lines 2-5, 10-14, CoL 36, Hues 33-55, CoL 25, Lines 50-55); and (u) upload the file to a server (CoL 
36, Lines 33-42, CoL 6, Lines 14-17, CoL 25, Lines 34-38). 

Ckim 2 provides for a PDA, obtaining a file comprised of imikup data for a map and 
uploading the file to a server. Appellants reassert the aigumencs set forth above widi respect to 
claim 1. In this regard. Appellants submit that Barnard completely fails to describe obtairibg a file 
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comprised of markup data for a map. Instead, Bamatd merely provides for obtaining position data 
into RAM. Further, Barnard merely uses a single map data file containing vector and attribute data 
(see page 20, paragraph 2 of the provisional application). Such a teaching is clearly distrnguishable 
ftom the claimed file, which simply comprises markup data for a map that is separable from the map 
data. Furdaer> dependent claims 56-62 (discussed in detail below) specify that the file comprised of 
the markup data is separate firom a file comprising the map. 

In view of the above. Appellants submit that claim 2 is allowable over the cited references 
and tespectfiilly requests reconsideration of the rejections. 

E, Dependent Claims _3-5 Are Nor Separately Argued. 

F, Dependent Claim 6 Has Merely Been Objected to as Containing Allowable Subject 
Matter.and is Therefore Not Separately Argued. 

G. Dependent Claims 7" 8 Are Not Separately Argued 

H. Dependen t Clgim Q is Patentable Over the Cited Art 

Claim 9 provides for obtaining a note markup data for a map on a PDA. Specifically, upon 
selecting a new note object; an anchor point is selected^ a text entry screen is used to enter text 
input, and an icon representative of a note is displayed at the anchor point. Appellants submit that 
neither Barnard nor Neal teach, disclose or suggest displaying an icon representative of a note at an 
anchor point selected by a user. 

In rejecting diis claim, the Office Action recites various portions of cols. 18, 20, 21, 22, 23, 
and 24. However, Appellants note that nowhere in cob. 18-24 is there any suggestion, imphcit or 
expUcit, for displaying an icon representative of a note at an anchor point as claimed. 

To reject this claim dement, the Office Action first relies on a Webster dictionary definition. 
Similar to that above, Appellants note that no reference date was cited for Webster and the actual 
definition utilized was not provided to Appellants Accordingly, any rejection that relies on such a 
definition is wholly improper and lacks merit 
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In addition, Appellants note tliat the ckims provide tEat the icon is representative of a note 
and is displayed at a parricukr anchor point. None of the cited references disclose or suggest the 
display of an icon that is representative of a note at all. Instcitd, all of the cited areas merely describe 
the creation of various labels that identify portions of a golf course. None of the labels ate 
representative of a note. 

Further, col. 24, lines 1-8 describe the use of a center of green referring to FIG. 29. FIG. 29 
merely describes the various symbols the softvrare uses to depict the attributes of a golf course of a 
viewing display (see coL 8, lines 25-27). The text provides: 
Center of Green 

When "CoG" is selected tbe GPS locadoo availahle at the setkl part i$ labeled and logged in 
die map fik with a unique idcndfici for the center of a green. After "CoG" is pressed the user is 
prompted to enter the hole number and a noce. The center of green is used in Course Pkyex for the 
computntion of distance between the target cuivor and the green if "center of green" i$ sdected in 
semp for the gicen reference point 

Such text cleady evidences that die user fitst selects an option to idmtify the center of the 
green and the location and identifier arc then logged into the map file. Further, when the user first 
selects the CoG identifier to identify the center, the user is prompted to enter a hole number and a 
note. The current claims provide that a note object is selected and then displaying an icon 
representative of the NOTE at the anchor point. Again, the icon is representative of the note and is 
not representative of a label or centet of green as in Barnard* 

In addition, the cited text clearly fails to describe the display of an icon on the screen. In this 
regard, there is no icon displayed or indication that a note i$ associated vvith a particular attribute or 
anchor point on the map (as claimed)- The claims specifically provide for displaying such an icon. 
Further, an electconic search of Bernard for the term "icon" provides no results whatsoever. 
Without even mentioning the word '*icon*', Bernard cannot possibly teach displaying such an icon at 
a particular location on a map* 

Again, the claims provide for displaying an icon representative of a note at an anchor point. 
The cited portions (and the retnainder of Barnard) do not provide for displaying any such icon at all. 
Instead, the dted portions consistendy provide for labeling the data to be logged in the map file (see 
col. 21, lines 2-4, 1 1-13, 19-21, 25-26, etc.). Such a label in the map file is not an icon or the 
displaying of an icon of any sort. Instead, the label is inserted within the map file and is not 
displayed. 
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Addirionally, after Barnard's data is labeled and completed, the xiser has tlie opdon of adding 

a note. Accordingly, ev^en if the *label" is deemed equivalent to the claimed ICON, such a "label" 

cannot be representative of a note since the label is inserted regardless of whether a note is added* 

Fat example, col. 23, hnes 25-28 provide: 

When "Rough" is selected, the system shall hhd the data to be logged in the map file with a unique 
identifier for a rough. It then advances to the next menu. After '*End" is pressed, a note may be 
added 

Such a teaching is dearly distinguishable &om the present invention. 

The Office Action then asserts that "CoG* or "FoG" are icons representative of a note that 
is di$pkyed at the anchor point Appellants respectfully disagree. Fig. 12 iUmttates the item CoG: 
As illustrated in Fig. 12, the items C-o^ is not displayed at an anchor point. Instead, it is 
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FIG. 12 

displayed within a table. Further, samilar to the "Rough" example described above, only after the 
user depresses CoG is the user prompted to enter a hole number and note (coL 24, lines 2-5); 

When "CoG" is selected the GPS location available at the serial pom is labeled and logged in tlic m^ip 
file -widi a unique identifier for die center of a green. After "CoG" is pressed the user i$ prompted to 
enter the hole number and a note. 

Accordingly, the CoG icon cannot be representative of a note (since the note is only entered 
after the user has depressed an icon), and is not displayed at the anchor point the user has selected 
(as claimed). The similar requirements apply to FoG (see coL 24, lines 10-13). 
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In view of die above, it is clear thai CoG, FoG axe not icons that ace representative of notes 
and that are displayed at specific anchor points. 

Th-us, in view of the above, Appellants submit that Bamaxd cannot and does not teach, 
disclose, or suggest the various litnitatjons set forth in claim 9 and respectfrJly requests 
reconsideration of the rejection. 

The action further asserts that Delorme teaches the claimed icons representative of notes at 
an anchor point. The action relies on coL 48, lines 62-67 and coL 58, lines 17-26. While these 
portions of Delorme describe the ability to select an icon, there is no description whatsoever that 
even remotely alludes to an icon that is representative of a note and that is displayed at a particular 
anchor point. SpedficaUy, no reference or mention, explicit or implicit, of a note is set forth 
anywhere in Delorme. Without even mentioning a note, Delonne cannot possibly be used to teach 
an icon that is representative of such a note- 
In addition, the Office Action relies on U.S. Patent 6,724,382 in rejecting this daim. 
However, the *3S2 patent was not formally utilized to reject die claims. In addition. Applicants note 
that the *3S2 patent was filed on January 23, 2001 and is a CEP of an application filed on December 
4, 2000, Such dates are weU after the priority dates of the present invention. Accordingly, the '382 
patent is not vahd prior art and cannot be used to reject the present claims. 

In view of the above, Appellants submit that daim 9 is dearly non-obvioxis in view of the 
numerous dted references and is in condition for allowance, 

I. Dependent Claim 1 0. Has Merely Been Objected To as Containing Allowable Subject 
Mfl-ttet and is Therefore Not Separately Argued 

J- Dependent Claim 11 ifi Patentable Over the Cited Art 

Qaim 11 adds the fiirthet limitation char the markup data is uploaded using an HTTP PUT 
request* In rejecting this ckim, the final Office Action relies on col. 17, lines 49-52 and col. 15, lines 
32-36 and 45-47. CoL 17, lines 49-52 provides that a web server may generate an HTML page with 
results of a search and return the information to a PC via the Internet CoL 15, lines 32-36 provide 
that an image of a local course map requested by a user would have been gathered by aircraft or 
sateDite and placed in a publidy accessible database. Col. 15^, lines 45-47 provide that the World 
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Wide Web Consortiam's Vector Markup Language (VML) caa be employed to edit 2D golf course 
vectors online. 

As can be seen^ none of the cited text xedtes die use of a PUT command. Further, none of 
the dted text even describes the uploading of a map to a server from a PDA device. In addition. 
Appellants note that an electronic seatdi of Batnard for the term "put" only provides results for the 
texms "input" and "putt"- Without even mentioning an HTTP command or a PUT command, 
Barnard cannot possibly, teach, disdose, or suggest, this claimed element. 

In response to the above assertions, the Office Action merdy refers to US. PN 6665824, col. 
7, lines 42-47, and col. 10, lines 19-23. However;, the *824 patent was not used to formally reject the 
claims. Thus, the rejection is improper. In addition, Appdiants note that the '824 patent was filed 
on May 15, 2000. Such a date fails to precede the priority date of the present invention. 
Accordingly, the '824 patetxt is an invalid reference and cannot be used to reject the present claims. 

In addition. Appellants note that the claims provide for loading markup data to a server 
directory on the server using a PUT HTTP request. The mere description of a PUT request feils to 
provide any details relating to (1) markup data; (2) a server directory on a server; and (3) uploading 
markup data to a particular directory. 

In view of the above, Appellants submit that claim 1 1 is allowable over the dted art and is in 
condition for allowance. 

K. Dependen t- CUitn ^ 2 is Patentable Over the Cited Art 

This dependent daim further bdlds upon claim 10 and provides that the application on die 
PDA performs additional steps. Namely, any new mapsets are downloaded and un-referenced 
mapsets are deleted Further, any markup data associated with the deleted mapsets are ddeted, 
Thiis, when viewed in conjunction with claim 10, this claim enables the updating of the PDA device. 
In this regard, new mapsets are downloaded Bx>m the server. Additionally, if any mapset is not 
referenced, the mapset and any markup data associated with the mapset are ddeted. 

In rejecting this claim, die Office Action relies on Barnard col. 20, lines 43-49 that provides: 

For an endxe attdbutc ddcdon C'AH'^ a confirm alion window stadng die peadiag action ihall be 
displayed with a confirming "Yes'* or "No" selection acquired. The user must select a venex to be deleted with 
the stylus before the "Point" button will work. If "Point" is pressed and no point to be deleted ha£ been 
selected, the user is prompted to do A selected vertex shall change from an unSDcd 2.sup.nd box to a filled 
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box when it is selected. Retouching it will deselect iL Furdiet rdevudt description may be found under the 
common components secuon following the **Apply", "Save" and "Caned" itcma. 

This text cleady iUustraces that an attribute of a map or all of the attributes of a map may be 
deleted. Plowever, deleting attributes of a map are not similar nor to they render obvious die 
deletion of a mapsec In this regard, as set forth in the specification and related appKcarions, a 
mapset is a set of maps and not merely a single map (see co-pending United States Patent 
AppUcation Serial No. 09/629,117, endded ^T^THOD AND APPARATUS FOR OBTAINING 
A SET OF MAPS", by Nemmara Chithambaram et aL, Attorney Docket No, 30566.1 12USU1, filed 
on July 31, 2000, which application is incorporated by reference into the present application). 

Further, even if deletion of one or more attributes renders obvious the deletion of a mapset 
(which Appellants traverse), such a disclosure fails to determine whether such acttibates are 
referenced or not. The claims specifically provide for deleting unreferenced map sets. The cited text 
firom Barnard (and the remainder of Bamard) fail to teach whether a map$et is referenced or 
unreferenced and the deletion of unreferenced mapsets. 

In response to the above, die Patent O^ce asserts that it is well known in accessing the 

internet that anything that is not saved such as unreferenced matetial is automatically overwritten or 

deleted (and cites coL 17, lines 46-56). Appellants respectfully traverse and disagree with such an 

assertion. Firstly, with respect to Internet access, material that has not been accessed recendy may 

be removed £com die web browser^s cache. However, the affirmative action of deleting such 

material firom cache is not even remotely suggested in the prior art To affirmatively delete such 

cache, the user must manually do so. In addition, such cache deletion is not based on unreferenced 

material but unaccessed material. Unreferenced material is not taught, suggested, or hinted at in any 

of the cited references. Col. 17, lines 46-56 provides: 

If the course name is not known a diffexcat type of search (FIG. 4B thcoxigh E) may be 
made with varying search ocitcua (38B dtuough E) and search results (44B duxmgh E). The web 
server, generally 41, generates an HTML page, generally 43, with the results, generally 44, of the 
search and returns the information to the requesting PC via the Internet 42 as is well known in the art. 
If the desired course name is displayed 45, the user selects it to download the appropriate map or 
display the cowc layout map 46. If not, another search may be performed, generdly 47. 

Such text merely mentions web servers. However, there is no reference, exphcit or implicit^ 
relating to mapsets, unreferenced mapsets, deleting, deleting markup data, or deleting markup data 
with deleted mapsets. 
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Fxxrther, as claimed^ once a mapset is deleted, any inarlmp data assodared with the deleted 
mapset is also deleted Barnard fails to teach die deletion of markup data associated with any 
deleted mapsets. 

In view of the above. Appellants assert that claim 12 is not taught or suggested by the prior 
art and is in condition for allowance. 

L, Independent Claim 13 is Patentable Over the Cited Art 

Independent claim 13 was rejected as follows: 

As lo claim 13, Batnafd teaches a system for processing madmp data for a niap comprising a 
server (CoL 17, Lines 31-65) configoied to: (a) obtain a file compiled of markup data for a map (CoL 
20, lines 11-15); (b) convert the markup data to coordinate data (Col. 13, Lines 3-16, Col. 15, Lines 
45-47, lines 56-659); and (c) use the coordinare data to obtain a standard data format (CoL 23, lines 
2-7, 9-28, it is well known to one ordinary skill in the art SDF or standard a data foimat known as 
ASCn, US PN 5,^87,254 Col. 1, lines 41, 4) file that can be used co supenraposc the markup data on 
the map (CoL 17, lines 57-61). 

Claim 13 is smxtbr to claims 1 and 2 in that the file comprises markup data for a xmp. Claim 
3 further provides for converting the markup data to coordinate data and using the coordinate data 
to obtain an SDF file chat avu be used to superimpose the markup data on the map. 

Appellants reassert the arguments above with respect to cLaims 1 and 2 regarding the markup 
file. Inaddition, Appellants traverse the rejection of the other elements of claim 13. In rejecting the 
conversion of the markup data to coordinate data, the Office Action tclicss on coL 13, lines 3-1 6> coL 
15, lines 45-47 and lines 56-59. Col 13, lines 3-16 merely provides that whm a mapping process is 
started, the current GPS location of the receiver is logged. Further, as the device moves, the new 
locations are logged. Such a logging of location is not eqmvalem to converting markup data to 
coordinate data. 

Firstly^ Appellants note that claim 13 is a server system and is not a PDA device. The claim 
provides a system for processing markup data for a map comprising a server that is Mnfigured to 
perform the various listed fiinctions. Thus, the claim includes a limitation that the system is a server 
based system. CoL 13» lines 3-16 clearly provide for a mapping process utilizing the portable device 
of Barnard. In this regard, the device is a client based device that can easily obtain the coordinate 
information via its GPS system. However, the claims provide for converting markup data 
(received/ obtained e.g., fi:om a PDA device) into coordinate data. Such a sexver does nor have a 
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built in GPS system since kis stationaiy (nor is there any description of such a GPS system in the 
present specification). Further, Appellants note that markup data is not equivalent to location data. 
The two are entirely different concepts that the Office Action is improperly intertwining. 

CoL 15, lines 45-47 and 56-59 merely describe that n vector markup language can be used to 
edit golf course vectors online and dut accurate golf course elevation points can be tagged with 
latitude and longitude coordinates using various techniques such as a GPS system. Again, such a 
teaching is performed on Barnard's device itself and is not used on a server. Further, the elevation 
point data is not converted into coordinate data as claimed. Instead, the elevation point data is 
tagged with laritnde and longitude merely by using a GPS system, Lasexplane system, etc. (as 
described in Bamardj) (see col. IS, liaes 55-coL 16, line 46)* 

Claim 13 fiirther provides obtaining an SDF file that can be used to superimpose the 

markup data on the map. Firsdy, Appellants note that an SDF file is a particular type of format a$ 

set forth in the claims and specification- In this regard, an electronic search of Barnard for the term 

'^SDF" provides no results whatsoever. Without even mentioaing the format SDF, Barnard cannot 

possibly teach or anticipate a claim that obtains an SDF file. Additionally, the file is used to 

superimpose the markup data on the map. In rejecting this claim element, the Office Action rdies 

on coL 17, lines 57-61, which provides: 

The exch^ge of user mapped courfes will enable multiple user processing and edidng to greatly 
enhance the quality of die maps. Moreover, individua] useirs may add or modify features to existing 
course maps as they axe encouniered on. a course. 

Not one word of this text even remotely refers to, describes, or suggests, implicitly or 
expliddy, the superimposing of markup data on a map. Instead, the text merely refers to adding or 
modi^ing features on a course map as they are encountered on a course. Such editing in 
accordance with Barnard may simply open the map and/or fcatiwes without ever superimposing 
madaip data on the map, Furdier, an electronic search of Barnard for the terms "super" and 
"impose" provide no results. Accordingly, Barnard does not and carmot anticipate, teach, suggest, 
or render obvious claim 13, 

In response to the above arguments (subnaitted in response to a first Office Action), the 

prior final Office Action provides: 

Applicant argues Bamaxd fails to teach or suggests a scivcr converting markup data to 
coordinace data- 
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Examiner disagiees Banmid reaches or suggests a servex convexting maxkup data to 
coordinate data (CoL 15, line 25 to Col 18, Line 2). 

Applicant argues Bamiird fails to teach or suggests n SDF (stand^d data Ele) file. 

Examiner disagrees as Bamaxd teaches or suggests a SDF (standard data file) file (Col. 23, 
lines 2-73 9-28). 

Applicant argues Batuard fails to teach or suggests super imposing markup data on a map. 
Examiner disagrees as Barnard teaches or suggests super imposing markup data on a roap (Col 15, 
Lines 25''54). 

With iespect to the conversion of markup data to coordinate data. Appellants respectfully 
traverse the assertions in the final Office Action. Col. 15, line 25 to coL 18, line 2 describes a user 
using a GPS device to obtain data which is then transferred to a web site. Appellants assume the 
final Office Action is a$serting the GPS data is equivalent to markup data. However, unlike the 
present claims, such GPS data is the markup data and is converted on die GPS device itself. Again, 
the claims provide a dear limitation that tho system is a server that is configured to provide various 
flancrions. Instead of perfomaing any conversion on the server, Barnard teaches the PDA device 
performing all functions and then uploaded data to a web site. In this regard, Bamatd completely 
fails to teach, describe, or surest, implicidy or explicitly, a server performing a conversion of 
markup data to coordinate data as claimed. 

With respect to the SDF file limitations, the prior final Office Acdon relied on coL 23, lines 
2-7 and 9-28. This portion of text merely describes the logging of data into a map file. Such a 
teaching is not equivalent co the SDF file set forth in the claims and described in the specification of 
the present invenrion. Page 15, line 18 - page 16, line 3 of the present spedficarion describes SDF 
files. In this regard, the term SDF has a particular meaning that is established in the specification. 
The final Office Action is merely equating a map file with a particular SDF file- In this regard, the 
final Office Action is not giving the term SDF any additional meardng beyond that of a map file. 
Further, the claims themselves provide that the SDF file can be used co superimpose the markup 
data on the map. Such functionaltty estabhshes a difference between the map file to which data is 
being logged as set forth in Barnard, 

In response to the above, rhe current Office Action provides that 

it 13 well known to one of ordinary skill in the art SDF or standard a data format kno\wi fl£ 
ASCII, US PN 5j687^54 Col 1, Lines 41,4) file that can be used to superimpose the markup data on 
the map (Col 17, Lines 57-61). 

Appellants again submit that US PN 5,687,254 was not formally used to reject the claims. 
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Accordingly, the rejecrioa is improper. In addition, USPN 5,687,254 does not provide any ability to 
use an SDF file that can superimpose maxfcup data on a map. The cited text of the '254 patent 
provides: 

Thus, maay gesture-based data handling sysreins assiuue that it is necessary to pcifoim 
xecognitioa piccccsscs on the data based on gesrutes in order to conveii the handwritten or picture 
input into "recognized," predefined shapes, such as drdes, rectangles or straight lines, or into a 
Standard Coded representation of characters, such as die standard data format known as ASCII, in 
order for the data to be suitable for use in scandaid pioccssor-based applications such as word 
processing, electronic mail, drawings graphics, and data base applicadons. 

Such ASCII text is not based on coordiaace data and catmot be used to superimpose markup 
data onto a map. Accordingly, contrary to that asserted in the Office Action, it is not well known to 
perfomi the aspects set forth in the claims. 

In view of the above. Appellants submit that claim 13 is ia allowable form and respectfully 
request reconsideration of the rejections. 

In view of the above. Appellants submit that claim 13 is nonobvious and in condition for 
allowance. 



M- Dependent Ch\m 14 is Patentable Over die Cited Arc 

As stated abcnre, dependent claim 14 provides details regarding the coordinate data of claim 
13- Namely, the coordinate data comprises mapping coordinate sjratem (MCS) coordinates (see page 
15, lines 19-23), Further, the server converts the MCS coordinates into latitude/longitude 
coordinates (see page 15, Unes 19-23). Thus, as claimed, the £SE2SE converts MCS coordinates iuto 
latimde/longitude coordinates. 

In rejecting this claim, the Office Action reKes on coL 13, Unes 3-16, coL 15, lines 45-47 and 
56-59. CoL 13, lines 3^16 provide: 

FIG. 3 is a depiction of a golf course mapping process. In diis depiction, as an example of a 
golf course feature to map, a user 25 walk$ the perimeter 26 of green 27 to construct a vector image 
display 28 of the acrual green 27 in real time on the display 28 of the display module 1 A. It should be 
understood that the following procedure is also u^ed on bunkers, water hazards, fairways, tee boxes 
and other golf course features. When the sofrvare mapping process is started, die current locadon 
(Latitude and Longitude (Lat/Lon)) of the receiver 52 is logged as a new vertex 29 in the RAM of the 
display module lA. Hie vertex 29 Is also displayed on the display 28 at the same moment it is lo^cd. 
Following that, locations or vertexes axe logged approximate^ once per step ot pace of the u$er at a 
pxe-determincd time interval (each second is operable). 

As can be seen in this text, the PDA device obtains a current location specified by latitude 
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and longimdc and logs the location as a vertex into RAM. Thus, the PDA device is obtaining 

LAT/LON coordinates. 

Col. 15, lines 25-47 provides: 

All of the rectific;ition meihods above aux be completed oa n woi^tatioa at ihe web server 
4. AltemaBvely, the individual chat gathered the vector data may complete ihe tectificanon aod coiusc 
attribute tracing on their home PC U through their browser via the Intemct. In this case, on Internet 
connection is made to the host web server at its Universal Resource Locator (UKL), and the user 
requests access to »n image of a local course map. This image would have been previously gathered by 
aircraft or satellite and placed in a pubKdy accessible database. Once die image is dispbjrcd, the user 
opens up hifi own vector data file and displays it over the top of the web page image. The user then 
manipulates the 2 or 3 green vectors or surveyed points uncfl they lay precisely on the corresponding 
photographed depiction of the same greens. Upon coniirxning the match up, the image is rectified and 
the user can proceed with ttadng other course atmbute$ for vector display on the palm dGPS device. 
Raster to vector and pattern recognition algorithms arc also useable to aucomadcftUy align the 
photographic image green shapes with die on site collected vector dara. The Wodd Wide Web 
Consordum's Vector Madmp Language (VML) can also be employed ro edit 2D golf course vectors 
online. 

CoL 15, lines 56-59 ptovides; 

Although not typically mapped by a user, accurate golf cour$c dcvadon point data can be 
tagged with latitude and longitude coordinates and gathered into the inventive unit via any of the 
following me^ods: 

CoL 18, lines 2-7 provides: 

Course maps may be orgamzed in a server database progressively by: Continent; Couniry; 
State, Pioviacc, or Territory; City; Course Name. The following map and position data may be 
available to be exchanged ^r each course: 

All of the above dted text cleaxly illiistrates a PDA unit obtaining LAT/LON coordinates. 
However, such text (and the remainder of Bamard[) does not describe the conversion of MCS 
coordinates into LAT/LON coordinates. Instead, such text describes obtaining LAT/LON 
coordinates and possibly converting it into something else (e.g., into a vertex for loggLog into RAM), 
Accordingly, contrary to the claimed conversion of MCS coordinates into LAT/LON coordinates, 
Barnard teaches converting LAT/LON coordinates into something dse (the opposite conversion of 
that claitned). 

In addition to the above^ Appellants assert that Barnard fiails to teach mapping coordinate 
system (MCS) coordinates. In this regard, an MCS is a particular type of coordinate system u$ed for 
storing coordinates for a map. No such coordinate system is described or referenced in Barnard. 
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In view of the above, AppeUants respectfully submit that claim 14 is noaobvious and in 
condition for allowance. 

N. Independent Ckitn 15 is PatentabLs O vet thfc Cited Art 
Independent claim 15 was rejected as follows: 

As to claim IS, Bamard teaches a graphical user interface for obtaimng redline marlcup data 
(CoL 13, Lines 3441); for a map on a personal digital assistant (Col 12, Lines 15-2^ the graphical 
user intcr&cc (CoL 6, Lines 34-42) compdsing (a) determine when a new rcdlinc object has been 
selecred (CoL 13, Lines 34-41); and (b) obtain a ledHne object (Geometnc scribbles (points^ lines 
polygon, symbols), GPS input coordinates, annotations and a gco-rcfcicncc sy*tem$) (CoL 15, lines 
36-54, 56-58, CoL 16, CoL 16, Lines 37-42, CoL 21, Lines 47-62, CoL 22, Lines 14-40, CoL 23, Lines 
2-7, 9-27) while a stylus remains in contact widi a screen of the personal digital assistant (CoL 13, 
Lines 49-52, CoL 13, Lines 34-41, Col. 14. lines 9-11). 

Ching teaches the encoded markup data is a redline line (CoL 6, lines 17-35, CoL 20, Lines 
6-10, lines 18-21). 

Qaim 15 provides for obtaintog redltne markup data on a map. Specifically, a new redline 
object is selected. Thereafter, a redline object is obtained while a stylus remains in contact with a 
screen of the PDA. It is wdl established and set forth in the specification that the ledline object is 
an object comprised of a redline that is used to coitwnent/maikup the dtawing/map displayed on 
the PDA. Further, the redline is a zero width vector that mimics ink flowing from a stylus, and an 
associated text note that pops up as a tooltip when the object is selected (see page 6, lines 7-17). 

Such a redline object is not equivalent to the vectors cited in Barnard. Specifically, Barnard 
merely provides for the creation of various vertex points by moving Barnard's device (e,g., a GPS 
system). Vectors axe drawn between the points (see col. 13, lines 3-41), The user can dien edit the 
vertex points using the stylus to drag one vertex location to another vertex location. The 
vectors/rays between the vertex points are dragged with the dragged vertex pcdnt (see coL 13^ lines 
34-41). Accordingly, instead of marking up a map with a redline (as claimed), Barnard merely allows 
the user to adjust a vertex attached to a line. Such a teaching does not even remotely surest the 
present invention. 

As stated above, this daim specifies details for obtaining markup data firom a user. Namely, 
a determination is made regarding when a new redline object has been selected. Thereafter, a redline 
object is obtained while a stylus remains in contact with a screen of the PDA, 

In rejecting this claim, the final Office Action rehes on coL 13, lines 34-41 to teach the 
deretminadon element. However, contrary to that asserted in the Office Action, coL 13, lines 34-41 
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do not provide for a determining when a new redline object has been selected. Instead, coL 1 3, lines 
30-41 of Barnard merely provides the ability so correct an existing vertex: 

The GPS mapping sofiwaie of die ptesenr inveniioii provides die user the ability to move 
cinrnt vcrtcxs 35 into a posinon on the display that mote correcdy tepresent the penmecec of die 
course attribute being mapped. This is an opportune time and place ro malfe cortecdons to die data 
since the user has jusr traversed the object and knows its approximate shape. On the display 28 of the 
Display Module 1 A, as a stylus is touched to a vertex 29 and it is dragged to a location that better 
defines the shape that was just mapped, the anached rays 30 follow. When the styhis is removed iiom 
the Display Module 1 A, the new vertex locadon 35A is logged in place of the old one. 

As cati be seen in this dted text, Barnard provides the ability for the user to select a vertex 
that is pare of an existing line and the ability to adjust the vertex. Such a selecrion of an existing 
vertex is not a detetoaimitio0 of when a new redline object has been selected. In this regard, a new 
redline object is not equivalent to an existing vertex of a shape* Further, Baxnatd's shape that is 
adjusted (Le., by moving the selected vertex) is not rnarking up the shape but is adjusting the shape. 
Also, such an adjustment is not a redline line. 

The Office Action continues and relies upon coL 15, lines 36-54, 56-58, coL 16, Enes 37-42, 
coL 21, lines 47-62, coL 22, lines 14-40, and coL 23, lines 2-7 and 9-27 to teach the claimed obtaining 
of the redline object Further, the final Office Action relies oa cot 13, lines 49-52, coL 13, lines 34- 
41, and coL 14, hues 9-11 for the stylus controlled aspects of the claim. Appellants respectfully 
disagree with such an assertion. 

Appellants note that all of the cited portions do not address marking up a map through a 
user conttolled styhis operation. Instead, these portions of Barnard recited for the "obtaining" 
aspect of the claim describe the process of creating a map or marldng up a map merely dirou^ the 
use of positioning data obtained by the GPS device. In this regard, Barnard completely foils to 
describe, implicitly or explicitly, the ability to markup a map using a stylus to draw a line. Instead, as 
set forth in coL 21 and 22, the \iser selects a mark fimcrion (followed by the selection of a specific 
mark type) wherein the system begins collecting position data via the GPS device. Such portions do 
not describe, suggest, or allude to the collection of any matkup data using a stylus device that 
remains in contact: with a screen to create a redline object. 

In addition, the portions relied upon for the stylus aspects of the claim also fail to describe a 
d^^gging stylus to obtain a redline object. Instead, the cited portions of Barnard (and the remainder 
of Barnard) merely describe the abiHty to adjust a vertex (as described above) and that the system 
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may color a vertex in red to indicate the qxiality of the positLon information (see coL 13, lines 49-51). 
In this regard, the cited portLoas fail to describe the creation or obtaining of a redline object while a 
stylus remains in concact with a screen of the PDA. 

In response co the above, the pending OfEce Action provides that Ching teaches the 
encoded raarknp data is a redline line (coL 6, lines 17-35. Col. 20, Lines 6-10, Lines 18-21). Cbiiig 
describes the ability to compare documents (see ride), CoL 6> lines 17-35 describe web documents 
and the use of HTML or other markup languages. Col. 20, lines 6-10 describes contents of 
segments displayed side-by-side, Lasdy, coL 20, lines 18-21 describe that differences in content may 
be indicated by way of underlining, "redlining", or differing colors. 

As can be seen, the cited text completely fails, both explicitly and implicitly, to describe a 
stylus that remains in contsict with a screen of a PDA device to create a redline object. In this 
regard, dung's comparison of two documents to display a redline object is not even remotely sitn i laf 
to the present invention as set forth in the claims. 

In view of die above. Appellants submit diat claim 15 is allowable over the dted references 
and respectfully request reconsideration of the rejecrions. 

O. Dependent Claim 16 is P atentable Over the Cited Art 

Dependent claim 16 provides further details with respect to claim 15. Namely, the GUI 
displays a text edit dialog box on the PDA screen and accepts text user input in the text dialog box 
(see page 21, line 17-page 22, line 17). 

Appellants assctt the arguments set forth above with respect to claim 7. In view of such 
arguments, Appellants respectfully request reconsideration of the rejections of claim 16. 

P. Dependent Claim 17 Has Merely Been Objected To as Containing Allowable Subject 
iVfflrrer and is Therefore Not Separately Ajyaed 

Q, Independent Claim 18 is Patentable Over die Cited Art 
Independent daim 18 was rejected as follows: 

M to claim Id, Bflmard teaches a graphical user interface for obtaining rediinc markup data 
(Col. 13, Lines 34-41); for a map on a personal digital assistant (CoL 12, lines 15-25) the graphical 
user intcxf^c (CoL 6, Lines 34-42) compiising: (a) dctcrmiac when a new note objecr has been 
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selected (CoL 20, Line* 5<?-58, Coi. 21, Lines 48-55); (b) accept a user sclcctioo of; ati aochor poini in 
a display of a map On the personal digital assistant (CoL 21, Lines 55-60); (c) display a text entry screen 
on the petsonal digital assistant (Col. 20, Unes 56-60, CoL 21, Lines 53-67, CoL 22, Lines 2-5); (d) 
accept text user input in the text entry sciceen (CoL 21, Lines 65-67); and (c) display an icon (Webster 
defines icon as pictocal representation, CoL 18, Lines 58-60, Col. 23, Lines 2-7, CoL 24, Lines 2-9, 
^?^^ere "CoG*" or "FoG" aie ICON representing a spediic file to be opened by scyl^, CoL 21, Lines 
53-55 where each button displayed aie pictorial representation and are ICON) representative of a note 
at the anchor point (CoL 21, Lines 55-60, CoL 22, Lines 2-5 starring and ending points are anchor 
point ii: is well known to one ordinary skill in the art of a predetermined anchor point of zone, e.g. its 
centroid, its top left coma: US PN 6,724^82 CoL 7, lines 59-62). 

DeLorme teaches (e) display an icon (Webster defines icon a pictorial representation, CoL 
48, lines 62-67, CoL 58, lines 16-26) representative of a note at the anchor point (CoL 48, Lines 1^- 
15, Boothbay Me is an anchoring point, it is well known to one ordinary skill in the art a 
predetermined anchor point of zone, c.g. its centcoidt its top left comer US PN 6,724,382 Col. 7, 
lines 59-62). 

Ckim 18 ptovides for obtaining a note markup data for a map on a PDA. Specifically^ upon 
selecting a new note object, an anchor point is selected, a text entty scceen is tjsed to enter text 
input, and an icon tepresentative of a note is displayed at the anchor point. 

In rejecting this daim, the Office Action recites various portions of cols. 18, and 20-24. 
However, Appellants note that nowhere in cols. 18-24 is there any suggestion, itnplidc or exphcit, 
for displaying an icon representative of a note at an anchor point as daimed. 

Appellants reassert the axgmnents set forth above \rith tespect to claim 9. In view of such 
arguments, Appellants submit claim 18 is in allowable form and tcspectfuUy request reconsideration 
of therejecdons- 



R- D_ependent Claim 19 is Not Separately Aigued 



S* Dependent Qaim 56 Has Merely Been Objected To as Containing Allowable Subject 
Matter and is Therefore Not Separately Argued 



T. Dependent Claims 57-58 Ate Patentable Over the Cited Art 

Dependent claims 56, 57, and 58 provide limitations with respect to the system of claims 1, 
2, and 13 respectively. Namely, these claims provide that the marlcup data is separate &om a file of 
the geographic data/map. 

In rejecting these claims, the Office Action relies on Barnard, col. 18, lines 3-20, coL 25, lines 
34-56, coL 15, lines 17-53, coL 16, lines 51-67, coL 41, lines 8-64, and coL 27, lines 31-33. 
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Col. 18, lines 3-20 describes map data files rfiat can include typical score card data. 
Col. 25, lines 34-56 describes the ability to upload course data to a PC for use in an instant 
replay- This portion of text also describes how a user can edit the course map and upload such a 
course map to a web site. 

Col. 15, lines 17-53 describes a satellite or aerial picture of a golf course obtained by a user 
(wherein GPS coordinate are captured each time a picture is taken). Thereafter, the user can upload 
the pictures and coordtaates to a web server. Further, the user can then retrieve the uploaded golf 
course itnages (i*e., the itaage captured by the user or by another user) and open up his own vector 
mapped data obtaiaed using a GPS device and display it over the top of the web page image. Thus^ 
coL 15, lines 17-53 does describe the placement of a vector map file over a web page image. 
However, Appellants note that such golf course images are only images that can be used by users to 
trace and create the map for PDA use (see coL 15, lines 23-24 and 39-42)- Accordingly, the graphic 
image that die vector map is placed over is merely used to allow die user to trace and update the 
user's vector map file. S\ich a graphic image is not a map as set forth in the claims ox as understood 
in the arr. 

CoL 16, lines 51-67 describes the user of a PDA GPS type device that is used to create or 
edit maps of golf courses and exchange such information with other golfers through an Internet sice. 
The text describes how the course can be edited using positional data. 

CoL 41, lines 8-64 are claims 27-31 of Barnard. Barnard claim 27 describe the ability to label 
a topogtaphic characteristic of a map (see claim 25) using positional data obtained from the device. 
Barnard claims 28 and 30 specify that a geographic region is a golf course and position information 
comprises attributes of the golf course. Further, the map data file is retrieved from positional 
equipment at the golf course, Barnard claim 29 describes the ability for a user to modify location 
data. Barnard daim 31 describes the use of a position module of a PDA that can be used to store 
and display the map data file. Barnard daim 32 describes a viewing device that has a data link. 

CoL 27, lines 31-33 describe displaying a name for courses loaded into a RAM flash card or 
other memory storage system. 

The above cited texts all describe various features of Barnard. However, none of the 
described features even remotely describe markup data that is maintained in a separate file fi:om that 
of the geographic data/map (as daimed). In this regard, the above dted text (and the remainder of 
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Barnard) consistendy describes a map file that contains the data obtained by the user through the 
GPS system. The tcixt fails to describe^ implicidy or expliddy, any separation of markup data &om a 
map itself. Furdier, the text describes how the obtained positional data is stored witli the map file 
itself and not separately. The Examiner has failed to site any portion of Barnard that teaches or 
even remotely alludes to the separation of markup data from the map file (as daime<Q, To the 
contrary, Barnard teaches away from such an implementation by teaching the editing of a map itself 
widi any data from the user. 

In response to the above, the Office Acdon merely repeats the rejection and states: 

Applicoui argues sroiagc taught by cited refefenceis not a disk. 
Exanunez ^zgacs b^ck as none of the rlaim redtes storage has to be a disk. 

Appellants respectfully traverse such an assertion. Namely, Appellants' arguments do not 
assert that the storage has to be a disk. Instead, Appellants* aiguments relare to die separation of the 
file comprised of the markup data from the file comprised of the geogr^hic data. Such a teaching 
is wholly lacking fcom the cited references. 

In view of the above, Appellants respectfiiUy request reconsideration of the rejections, 

U, Dependent Haifng 70-37. 59-60. 38-55. and 61-42 Are Not Separately Arg ued 

Claims 20-37 and 59-60 are method claims corresponding to system claims 2-19, 

Claims 38-55 and 61-62 are article of manufactnte claims cortesponding to system claims 2- 

19. 

For the reasons stated above with respect to the corresponding claims. Appellants traverse 
the rejections of these daims and respectfully request reconsideration of the rejections. 

Moreover, the various elements of Appellants^ claimed invention togedier provide 
operational advantages over Barnard, DeLorme, Ching, and NeaL In addition^ Appellants* invention 
solves problems not recogniaed by Barnard, DeLorme, Ching, and NeaL 

Thus, Appellants submit that independent claims 1, 2, 13, 15, 18, 20, 31, 33, 36, 38, 49, 51, 
and 54 are allowable over Barnard, DeLorme, Ching, and NeaL Further, dependent claims 3-12, 14, 
16-17, 19, 21-30, 32, 34-35, 37, 39-48, 50, 52-53, and 55-62 are submitted to be aUowable over 
Barnard, DeLorme, Ching, and Neal in the same manner, because they are dependent on 
independent claims 1, 2, 13, 15, 1 8, 20, 31, 33, 36, 38, 49, 51, and 54, respectively, and tiius contain 
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all the limitations of die independent ckims. In addition, dependent claims 3-12, 14, 16-17, 19, 21- 
30, 32, 34-35, 37, 39-48, 50, 52-53, and 55-62 tedte additional novel elements not shown by 
Bamard, DeLorme, Ching, and NeaL 

VnL Conclusion 

In view of the above, it i$ submitted that diis application is now in good otdei for allowance 
and such allowance is respectfully solicited Should the Eacsminer believe minor matters still remain that 
can be resolved in a telephone interview, the Examiner is urged to call Appellants' undersigned 
attorney. 

RespectfioUy submitted, 

GATES & COOPER LLP 
Attorneys for Appellant(s) 

Howard Hughes Cetiter 
6701 Centex Drive West, Suite 1050 
Los Angeles, California 90045 
(310) 641- 

Date: December 21. 2005 



JSF/bjs 

Gi!cC3056&,97-US-U1 




By : 

Nam«j>^ason S. Feldi 
X Reg. No.: 39, 



Feldmat 
187 
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CLAIMS APPENDIX 

1. A system for processing markup data for a map on a personal digital assistant 
comprising: 

(a) a personal digital assistant; 

(b) an appHcation on die personal digital assistant, the application configured to: 

g) obtain a map as an encoded and spatially indexed vector representation of 
geographic data fitom a server; 

Qx) display the map on a scteen of the personal digital assistant; 

(m) obtain matkup data comprised of pixel data 6x>ttJ a tiscx that utilizes a stylus 
to markup the map displayed on the personal digital assistant; 

(iv) create a file comprised of the markup data; 

(v) upload die file of markup data feom the personal digital assistant to die 

server- 

2. A system for processing mark up data for a map comprising: 

(a) a personal digital assistant^ and 

(b) an application on the personal digital assistant, the application configured to: 

(i) obtain a file comprised of madaip data for a map; and 

(ii) upload the file to a setver. 

3. The system of claim 2 wherein the markup data comprises pixel data for a markup 

enrity, 

4. The systena of claim 2 wherein the personal digital assistant obtains the file by 
obtaining markup data firom a user. 

5. The system of claim 4 wherein the markup data is a redline Hne. 
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6. The system of claim 5 whetein tie application configuied to obtaia the markup data 
from a met is further configured to: 

(a) determine when a new redline object has been selected; and 

(b) obtain a redline object while a stylus remains in contact with a screen of the personal 
digical assistanL 

7. The system of daim 6, the application configured to obtain further configured to: 

(a) display a text edit dialog box on the screen of the personal digital assistant; and 

(b) accept text user input in the text edit dialog box. 

8. The system of ^^^itn 4 wherein die markup daia is a note* 

9* The system of rhim 8 wherein the application configured to obtain the markup data 
fi:om a user is fiirther configured to: 

(a) determine when a new note object has been selected; 

(b) accept a user selection of an anchor point in a display of a map oxi the personal 
digital assistant; 

(c) display a text enoy screen on the personal digital assistant; 

(d) accept text user input in die text entry screen; and 

(e) display an icon representative of a note at the anchor point 

10, The system of claim 2 wherein the application uploads the data to a serv-er by: 

(a) obtaining a socket connection; 

(b) obtaining an inventory of resident mapsets; 

(c) searching for markup data associated widi the resident mapsets; and 

(d) uploading all resident markup data to the server. 

1 1 . The system of claim 10 wherein the markup dau is uploaded to a server directory on 
the server usiog a hypertext transfer protocol PUT request 
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12- The system of daiixi 10, the appHcatioil on the personal digital assistant farther 
configured to: 

(a) download any new tnapsets; 

(b) delete unxefenenced mapsets; and 

(c) delete any markup data associated widi the deleted mapsets. 

13. A system for processing mark up data for a map comprising a server configured to: 

(a) obtain a £Qe comprised of markup daca for a map- 

(b) convert the markup data to coordinate data; and 

(c) use the coordinate data to obtain a standard data format (SDF) file that can be used 
to fiuperimpQse the markup data on the map. 

14. The system of daim 13 wherein the coordinate data comptises mapping coordinate 
system (MCS) coordinates and the serrcr is further configured to convert the MCS coordinates to 
ladtude/longitude coordinates. 

15. A graphical tiser interface for obtaining rcdKnc tnarkup data for a map on a personal 
digital assistant, die graphical user inter&ce comprising: 

(a) determining when a new redline object has been selected; and 

(b) obtaining a redlinc object while a stylus remains in contact with a screen of the 
personal digital assistant 

16. The graphical user interface of claim 15 further comprising: 

(a) displaying a text edit dialog box on the screen of the personal digital assistant; and 

(b) accepting text user input in the text edit dialog box. 

17. The graphical user interface of claim 16 further comprising synchronising the tedline 
markup data with a server. 
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18. A graphical user interface for obtainmg note markup data for a map on a personal 
digital assistant, the graphical user interface comprising: 

(a) derermining when a new note object has been selected; 

(b) accepting a u$ex selection of an anchor point in a display of a map on a personal 
digital a&siscani:; 

(c) displaying a text entry screen on the personal digital assistant; 

(d) accepting cext user input in the text entry screen; and 

(e) displaying an icon representative of a note at the anchor point, 

19. The graphical user interface of daim 18 farther comprising synchronizing the redhne 
matkup data with a server. 

20. A method for processing mark up data for a map comprising 

obtaining a file comprised of markup data for a map on a personal digital assistant and 
uploading the file firom the personal digital assistant to a server, 

21. The method of rWm 20 wherein the markup data con::^rises pixel data for a markup 

entity. 

22. The method of daim 20 wherein the obtaining comprises obtaining markup data 
from a user. 

23. The method of claim 22 wherein the markup data is a redhne line. 

24. The method of claim 23 wherein the obtataing the markup data from a user 
comprises: 

(a) determining when a new redline object has been selected; and 

(b) obtaining a redline object while a stylus remain? in contact with a acrccrn of the 
personal digital assistant. 
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25. The method of dairn 24, the obtaining further comprising: 

(a) dispkying a text edit dialog box on the screen of the personal digital assistant; and 

(b) accepting text user input in the text edit dialog box. 

26. The method of claim 22 wherein the markup data is a note, 

27. The mediod of claim 26 wherein the obtaining the markup data &om a user 
comprises; 

(a) decetmining when a new note object has been selected; 

(b) accepting a uset sdecrion of an anchor point in a display of a map on the personal 
digital assistant; 

(c) displaying a texc entcy screen on the personal dig;Lcal assistant^ 

(d) accepting text user input in the text entry screen; and 

(e) displaying an icon representative of a note at the anchor point. 

28. The method of claim 20 wherein the uploading the data to a server compnses: 

(a) obtaining a socket connecrionj 

(b) obtaining an inventory of resident mapsets; 

(c) searching fot markup data associated with the resident mapsets; and 

(d) uploading all resident madtup data to the server. 

29. Hie method of claim 28 wherein the markup data is uploaded to a server directory 
on the server using a hypertext transfer protocol PUT request. 

30. The mediod of daim 28 further comprising: 

(a) downloading any new mapsets; 

(b) deleting unreferenced mapsets; and 

(c) deleting any markup data associated with the deleted mapsets, 

31 . A method processing mark up data for a map comprising: 
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(a) obtaining a file comprised of markup data for a map; 

(b) converting the markup data to coordinate data; and 

(c) using the coordinate data to obtain a standard dau format (SDF) file that can be 
used to superimpose the markup data on the map, 

32. The method of claim 31 wherein the coordinate data comprises mapping coordinate 
system (MCS) coordinates and the method fuxdicr comprises converting the MCS coordinates to 
lautude/longitude coordinates. 

33. A method fox obtaining redlinc markup data for a map on a personal digital assiscanr, 
the method comprising: 

(a) determining when a new redline object has been selected; and 

(b) obtaining a redline object while a stylus remains in contact widi a screen of the 
personal digital assistant 

34. The method of claim 33 further comprising: 

(a) displaying a text edit dialog box on the screen of the personal digital assistant; and 

(b) accepting text user input in the text edit dialog box. 

35. The graphical user interface of rUm 34 further corc^rising synchronizing the redline 
markup data with a server. 

36. A method for obtaining note markup data for a map on a personal distal assistant, 
the method comprising: 

(a) determining when a new note object has been selected; 

(b) accepting a user selection of an anchor point in a display of a map on a personal 
digital assistant; 

(c) displaying a text entry screen on the personal digital assistant; 

(d) accepting text user input in the text entry screen; and 

(e) displaying an icon representative of a note at the anchor point. 
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37. The graphical user iaterfece of claim 36 fiarthet comprising synchronizing tlic redlint 
matkap data with a server. 

38. An article of manuficturfi cotuprising a program storage medium readable by a 
computer hardware device and embodying one or more instructioris executable by the computer 
hardware device to perform a method for processing markup data for a map, die method 
comprising; 

obtaining a file comprised of markup data for a map on a personal digital assistant; and 
uploading the file firom the personal digital assistant to a scxvcr. 

39, The article of manufacture of claim 38 wherein the markup data comprises pixel data 
for a markup entity. 

40, The article of manufia.cture of claim 38 wherein the obtaining comprises obtaining 
markup daca from a user. 

41- The arride of manufacture of claim 40 wherein the markup data is a redUne Hne, 

42. The article of manufacture of claim 41 wherein the obtaining the markup data ficom a 
user comprises: 

(a) determining when a new redline object has been selected; and 

(b) obtaining a redline object while a stylus remains in contact with a screen of the 
personal digital assistant 

43. The article of manufacture of claim 42, the obtaining furdier comprising: 

(a) displaying a text edit dialog box on the screen of the personal digital assistant; and 

(b) accepting text user input in the text edit dialog box. 

44. The article of manufacture of claim 40 wherein the markup data is a nore. 
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45. The article of manufia.cture of r.kim 44 wherein the obcaining the markup data from a 
xiser comprises; 

(a) determining when a new note object has been selected; 

(b) accepting a user selection of an anchor point in a display of a map on the personal 
digital assistant; 

(c) displaying a tcjct entry screen on the personal digital assistant; 

(d) accepting text user input in the text entry screen; and 

(e) displaying an icon representative of a note at the anchor point 



46. The ardcle of manufocture of daim 38 wherein the uploading the data to a server 
comprises: 

(a) obtaining a socket connection; 

(b) obtaining an inventory of resident mapsets; 

(c) searching for markup data associated with the resident mapsets; and 

(d) uploading all resident markup data to the server. 



47, The arricle of manufacture of claim 46 wherein the markup data is uploaded to a 
server directory on the server using a hypexte^ct transfer protocol PUT request 

48. The article of manufacture of daim 46, the method further comprising; 

(a) downloading any new mapsets; 

(b) deleting unreferenced mapsets; and 

(c) deleting any markup data associated with the deleted mapsets. 



49. An article of manufecture comprising a program storage mediiun readable by a 
computer hardware device and embodying one or mote instructions executable by the computer 
hardwate device to perform a method for processing markup data for a map, the method 
comprising: 

(a) obtaining a file comprised of markup data for a map; 
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(b) converting the markup data to coordinate data; and 

(c) using the coordinate data to obtain a standard data format (SDF) file that can be 
used to superinipose the markup data on the map« 

50. The article of manufecture of ^h^rn 49 wherein the coordinate data comprises 
mapping coordinate system (MCS) coordinates and the method further compiises converting the 
MCS coordinates to latitude/longitude coordinates* 

51. An article of manufacture comprising ^ program storage medium readable by a 
computer hardware device and embodying one or more instructions executable by die computer 
hardware device to perform a method for obtaining redline markup data for a map on a personal 
digital assistant, the method comprising: 

(a) detetmining when a new redline object has been selected^ and 

(b) obtaining a tedline object while a stylus remains in contact with a screen of the 
petsonal digital assistant. 

52. The atticle of tnanufactute of daim 51, the method furthex: comprising: 

(a) displaying a text edit dialog box on the soieen of the personal digital assistant; and 

(b) accepting text user input in the text edit dialog box. 

53. The arucle of manufacture of claim 52, the method further comprising synchro niwng 
the redline markup data with a server. 

54. An ardde of manufecture comprising a ptogtam storage medium readable by a 
computer hardware device and embodying one or more instructions executable by the computer 
hardware device to perform a method for obtaining note markup data for a map on a persoiial 
digital assistant^ the method comprising: 

(a) determining when a new note object has been selected; 

(b) accepting a user selection of an anchor point in a display of a map on a personal 
digital assistant; 
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(c) displaying a text entry screen on the personal digital assistant; 

(d) accepting text user input in the text entry screen; and 

(e) displayiog an icon representative of a note at the anchor point. 

55. The article of manufacture of claim 54, the method further comprising synchronizing 
the tedline markup data vAth a server. 

56. The system of claim 1 wherein the file compiiscd of maxkap data is separate from a file 
of the geographic data. 

57. The system of claim 2 wherein the file comprised of markup data is separate firam a file 
comprised of the map. 

58. The system of daim 13, whcxdn the file comprised of markup data is separate &x>tn a 
file comprised of the map. 

59. The method of claim 20> wherein the file comptifled of markup data is separate from a 
file comprised of the map. 

60. The method of claim 31, wherein the file comprised of markup data is separate from a 
file comprised of the map. 

61. The. arude of manufiicmre of claim 38, wherein the file comprised of markup data is 
separate from a file comprised of the map. 

62. The arricle of tnanufacture of daim 49, wherein the file comprised of markup data is 
separate from a file comprised of the map* 
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EVIDENCE APPENDIX 



None 
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RELATED PROCEEDINGS APPENDIX 



None 
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